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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 3 recites the 
broad recitation 80 mol %, and the claim also recites 60 mol % which is the narrower 
statement of the range/limitation. 
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Claim Rejections - 35 USC § 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1-5, 7, 9, 11-12, 14, 20, and 25-27 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Huffer etal. (US 2005/009061 1 ). 

Huffer et al. disclose an oil-in-water emulsion which contains a) one or more of 
amphiphilic compounds which are composed of a hydrophobic compound which is 
formed from a polyisobutylenes which have a high content of terminal double bonds (£ 
70 mol %), and a hydrophilic compound, b) oil, and c) water (claims 24, 44; [0001]; 
[0011] - [0029]; [0101]; [0136]). 




•B 



The limitations of claim 2 can be found in Huffer et al. at paragraph [0132], where 
it discloses 0.2 to 1 0% by weight of at least one amphiphilic polymer. 
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The limitations of claim 3 can be found in Huffer et al. at paragraph [0101], where 
it discloses polyisobutylenes having > 70 mol % of terminal double bonds. 

The limitations of claims 4-5 can be found in Huffer et al. at paragraph [0097], 
where it discloses the hydrophilic unit is ethylene oxide. 

The limitations of claim 7 can be found in Huffer et al. at paragraphs [0079] - 
[0080], where it discloses the functionalization of polyisobutene with polar groups. 

The limitations of claim 9 can be found in Huffer et al. at paragraphs [001 1 ] - 
[0016], where it discloses the reaction of polyisobutenes with alkylene oxides. 

The limitations of claim 1 1 can be found in Huffer et al. at paragraph [0201 ], 
where it discloses the AB structure. 

The limitations of claim 12 can be found in Huffer et al. at claim 44 and 
paragraph [0042], where it discloses blends of amphiphilic polymers. 

The limitations of claim 14 can be found in Huffer et al. at paragraphs [0132] and 
[0201], where it discloses 0.2 to 10% by weight of at least one amphiphilic polymer 
having the AB structure. 

The limitations of claim 20 can be found in Huffer et al. at Example 1 and 
paragraphs [001 1] - [0043], where it discloses the process for the preparation of 
aqueous polymer dispersions. 

The limitations of claims 25-27 can be found in Huffer et al. at paragraph [01 87], 
where it discloses the application in paint systems and coating systems. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hufferet 
a! (US 2005/009061 1 ) in view of Lanqe et al. (US 2004/01 71 759). 

Huffer et al. disclose an oil-in-water emulsion which contains a) one or more of 
amphiphilic compounds which are composed of a hydrophobic compound which is 
formed from a polyisobutylenes which have a high content of terminal double bonds (£ 
70 mol %), and a hydrophilic compound, b) oil, and c) water (claims 24, 44; [0001]; 
[0011] - [0029]; [0101]; [0136]). 

Huffer et al. are silent on the functionalization of polyisobutenes. 

Lange et al. disclose the functionalization of polyisobutenes ([0019] - [0028]) to 
provide a polymer composition which has good mechanical properties and/or good 
interfacial properties, is easy to process and is stable to demixing ([00061). In light of 
such benefit, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the functionalized polyisobutenes in the disclosure of Huffer 
et al. with the expected success because Lange et al. has demonstrated that the 
functionalized polyisobutenes can be used to achieve the improved properties. 
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The limitations of claim 8 can be found in Lanqe et al. at paragraphs [0019] - [28], 
where it discloses the functionalization of polyisobutenes. 

6. Claims 15 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huffer et al. (US 2005/009061 1 ) in view of Allqaier et al. (US Patent 6,677,293). 

Huffer et al. disclose an oil-in-water emulsion which contains a) one or more of 
amphiphilic compounds which are composed of a hydrophobic compound which is 
formed from a polyisobutylenes which have a high content of terminal double bonds (> 
70 mol %), and a hydrophilic compound, b) oil, and c) water (claims 24, 44; [0001]; 
[0011] - [0029]; [0101]; [0136]). 

Huffer et al. are silent on the molecular weight of the hydrophilic unit. 

Allqaier et al. disclose the block copolymer having a water-soluble block and a 
water-insoluble block (col. 2 lines 1-2) wherein the molecular weights of hydrophobic 
and hydrophilic blocks are between 500 and 60,000. Allqaier et al. further disclose that 
the resulting block copolymer raise the efficiency of surfactants and reduce the 
interfacial surface tension between water and oil (col. 1 lines 47-50). In light of such 
benefit, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the block copolymer disclosed by Allqaier et al. with the 
expected success because Allqaier et al. has demonstrated that such block copolymer 
can be used to improve the properties. 
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The limitations of claims 1 5 and 21 can be found in Allgaier et al. at claim 1 and 
col. 2, lines 21-22, where it discloses the molecular weights of hydrophobic and 
hydrophilic blocks are between 500 and 60,000. 

Allowable Subject Matter 

7. Claims 6, 1 0, 1 3, 1 6-1 9, and 22-24 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. The prior art of the 
record do not teach or fairly suggest the claimed amphiphilic polymer having at least 
one triblock copolymer of the structure ABA constructed from polyisobutene 
functionalized with succinic anhydride groups (PIBSA) as hydrophobic unit A and of 
polyethylene oxide as hydrophilic unit B [claims 10, 13, 16-19, and 22-24] or the claimed 
aqueous polymer dispersion comprising the use of monoaminoethylene oxide, 
diaminoethylene oxide, or monothioethylene oxide [claim 6]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUI CHIN whose telephone number is (571)270-7350. 
The examiner can normally be reached on Monday to Friday; 8:00am - 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ 

Primary Examiner, Art Unit 1796 
HC 



